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Status 

1)IS] Responsive to communicationfe) filed on 23Juno20O3 . 
2a)Q This action Is FINAL. 2b)E3 This action Is non-final. 

3) P Since this application is In condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayte, 1935 CD. 11, 453 O.G, 213. 

Disposition of Claims 

4) E3 Claim(sr) 17-23 isfere pending In the application. 

4a) Of the above c|aim(s) is/are withdrawn from consideration. 

5) D C(aim{s) Is/are allowed. 

6) I3 Clalm(s) 17.20 and 22-28 is/are rejected. 

7) H Clalm(s) 18.19 and 21 is/are objected to. 

8) D Clalm(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed op is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance, See 37 CFR 1, 85(a). 
Replacement dewing shset(s) including the correction Is required If the drawlng<3) is objected to. See 37 CFR 1.121(d), 

11) D The oath or declaration Is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

12) P Acknowledgment is made of a claim for foreign priority under 35 U,S.C. § H9(a)-(d) or (f). 

a)D AH b)P Some * c)D None of: 

1 ,□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies pot received. 

13) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was Included in the first sentence of the specification or in sn Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or In an Application Data Sheet. 37 CFR 1 .78. 



Attach rnant(s) 

1 ) □ Notice of References CftecJ (PTO-892) 

2) [Z Notice of DraRspsrsorVs patent Drawing Review (PTO-94A) 

3) Q Information Disclosure Statero&nKs) (PTO-1449) Paper No(s) „ 



Interview Summary (PTO-413) Paper No(s) _ 
Notice of Informal Patent Application (PTO-152) 
Other: 
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PTOU326 (Rev. 11-03) 



Office Action Summary 



Part of Paper No. 20031204 



PAGE 19122 * RCVD AT 5/1312004 6:11:59 PM pastern Daylight Time] * SVR:USPT0-EFXRF-1/1 * DNIS:8729306* CS1D:18055475S90 1 DURATION (miMS):07-36 



MAY 13.2004' 2:32PM.. KMOB SAN LUIS OBISPO : .w. ;,-U4.Vr-.'.--NO. P. 20/22 

• Application/Control Number: 09/829,63 1 Page 2 

Art Unit: 1631 

' " DETAILED ACTION 

v *Wf^ XiiibaSttf a W^um&Wed 6/23/03 have been fully considered but they are not 

persuasive. 

Claims 1 7-28 are under consideration by the examiner. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Oath/Declaration 

It is maintained that in view of originally filed claims 1-16 in this application, this 
application remains a continuation-in-part application and a new oath is required as set forth in 
the prior Office action. The status as a continuation-impart application will not change even if 
the presently pending or any future claims have basis in the parent applications and are granted 
benefit of that priority date. Once again, file& this application constituted a continuation-in- 
part application. Applicant's arguments on this point are not germane nor do they dispute that 
originally filed claims 1-16 were not supported by the parent application. 

Priority 

Applicant is requested to update the status of all applications referenced throughout the 
specification, 

Claim Rejections - 35 USC§ 112 
Claims 17, 20, and 22-28 are rejected under 35 U.S. C- 1 1 2, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. This is a new matter rejection. 
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this document. 

Claim 17, part (c) is directed to nucleotide sequences that hybridize under particular 
conditions and encode a serotonin receptor protein St-B 1 7. 

Example 9 at page 22 discloses using the rat St-B 1 7 serotonin receptor sequence 
fragments and conditions named in part (c) to clone the human sequence from a particular human 
genomic library (Stratagene # 946205). There is no contemplation of generic St-B 17 sequences 
encoding receptors from other species that would hybridize to the recited restriction fragments 
under the recited conditions. This specific example is not considered to demonstrate 
contemplation of tlje generic invention now claimed. 

None of the portions of the specification painted to by applicant show contemplation for 
the embodiments encompassed by part (c). 



Claims 17, 20, and 22^28 are rejected under 35 L : .S.C, I02<b) as being anticipated by 
either of Sibley et al. (WO 94/103 10) or Sibley et al. (EP 0 558.9 1 2 Bl ). 

As presently written, these claims are entitled to benefit of the insuant filing date of 
4/10/01 and both Sibley et al. (WO 94/10310) and Sibley et al. (EP 0 558,912 BI) are valid prior 
art under 35 U,S,C. 102(b). Claim 17, part (c) is not supported by the instant application nor any 
of the priority documents and is properly denied benefit. 

Both Sibley et al (WO 94/10310) and Sibley et al. (EP 0 558,912 Bl) disclose cloning 
and expression of the rat and human St-B 17 serotonin receptor. Vectors and host cells are 



Claim Rejections - 35 USC§102 
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disclosed. The sequences disclosed would meet the limitations of part (c) of claim 17. See 
abstract claims, and figures. In particular, claim 1 part (c) of Sibley et al. (BP 0 558,912 Bl) 
reflects the same language as instant claim 17 } part (c). It is noted that the instant application 
does not claim priority to this document and what is contemplated in this European patent is not 
found in the instant application, parent application 08/428,242, PCT7US93/10296 nor parent 
application 07/970,338, 

Conclusion 

Claims 18, 19, and 21 are objected to as being dependent upon a rejected base claim, but 

would be allowable if rewritten in independent form, 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marianne P. Allen whose telephone number is 703-308-0666. 
The examiner can normally be reached on Monday-Thursday, 5:30am-l:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful the examiner's 
supervisor, Michael Woodward can be reached on 703-308-4028. The fax phone number for the 
organization where this application or proceeding is assigned is 703-305-3014, 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number 15,703-308-0196. , 

Marianne P, Allen 
Primary Examiner 
Art Lnii 1631 
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